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Claim Rejections - 35 USC § 102 

1 . The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that form 
the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
States. 

Claim Rejections - 35 USC § 103 

2. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

3. Claims 15, and 18-30 are rejected under 35 U.S.C. 102(b) as anticipated by or, in 
the alternative, under 35 U.S.C. 103(a) as obvious over Tomioka et al (US 
5,510,395). Tomioka teaches a porous polymimide film laminated to a metal wire 
(column 9, lines 55-60). Tomioka teaches the porous film having a porosity of 2% to 
70%, a thickness from 5 to 100 microns, a dielectric constant of 2.3 and a pore size 
of 0.05 to 5 microns within the claimed ranges (column 10, lines 1, and 30-33, table 
2, example 9). Tomioka teaches the porous film made from a film casting method. 
Additionally, Tomioka discloses that the porous film can be used as a gas separation 
film or a liquid separation film (column 10, lines 15-17). Likewise, the continuous 
pore structure should be inherently present for success filtration. Tomioka does not 
specifically disclose the heat shrinkage, gas permeability. Tomika discloses the film 
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having a gas pernneability from 0.1 to 0.7 cm3/cnn2.sec.cmHg (column 10, lines 15- 
17). Tomioka teaches a porous film comprised of a polyimide having a formula as 
shown at column 5, lines 50-60. The formula indicates that the polyimide resin film 
obtained from the combination of biphenyltetracarboxylic dianhydride component 
and a diaminodiphenylether component. However, it appears that Tomioka uses the 
same casting technique to form the porous film which has the thickness, void 
volume, dielectric constant and pore size within the claimed ranges. The porous film 
of Tomioka is found useful as a dielectric layer for semiconductor devices as the 
porous film of the present invention. Hence, it is not seen that the porous film could 
have the heat shrinkage, gas permeability different from that of the present invention 
so as to achieve all listed physical characteristics and to be suitable as the dielectric 
layer for semiconductor devices. Accordingly, the heat shrinkage, and gas 
permeability would be inherently present. Therefore, it is the examiner's position 
that Tomioka anticipates or strongly suggests the claimed subject matter. 
4. Claims 16 and 17 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Tomioka et al (US 5,510,395) as applied to claim 15 above, in view of Adamopoulos 
et al (US 5,326,643). Tomioka does not specifically disclose the substrate is 
laminated on an opposite side of the porous film from the metal layer. Adamopoulos, 
however, discloses a semiconductor device comprising a laminate of a metal layer, a 
dielectric polyimide layer and a substrate together bonded to each other via an 
adhesive layer (abstract, figure 1 ). Therefore, it would have been obvious to one 
having ordinary skill in the art at the time the invention was made to form the 
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multilayer article with a layer construction as described by Adampolous because 
such is obvious and known in the semiconductor art and Adamopoulos provides 
necessary details to practice the invention of Tomioka. 
5. Claims 15-29 and 31 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over O'Neill et al (US 6,187,248) in view of Adamopoulos et al (US 5,326,643). 
O'Neill teaches a nanoporous polymimide film useful as a dielectric layer for 
semiconductor devices (column 3, lines 45-55). O'Neill teaches the porous film 
having a thickness less than 10 microns overlapping with the claimed range (column 
4, 50-51 ). O'Neill teaches the porous film having a pore size of less than 0.03 
microns, void volume of 54% and dielectric constant of 1 .93 as shown in table 1 . 
O'Neill teaches the porous film made from a film casting method. O'Neill does not 
specifically disclose the heat shrinkage, gas permeability and continuous pore 
structure. However, It appears that O'Neill uses the same casting technique to form 
the porous film which has the thickness, void volume, dielectric constant and pore 
size within the claimed ranges. The porous film of O'Niell is found useful as a 
dielectric layer for semiconductor devices as the porous film of the present invention. 
Additionally, the continuous pore structure is dictated by the pore size, void volume 
and dielectric constant. The porous film of O'Neill apparently achieves all these 
physical characteristics. Hence, it is not seen that the porous film could have the 
heat shrinkage, gas permeability and continuous pore structure different from that of 
the present invention so as to achieve all listed physical characteristics and to be 
suitable as the dielectric layer for semiconductor devices. Accordingly, the heat 
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shrinkage, gas permeability and continuous pore structure would be inherently 
present. O'Neill does not specifically disclose the conductive metal layer is 
laminated on one side of the porous film. Adamopoulos, however, discloses a 
semiconductor device comprising a laminate of a metal layer, a dielectric polyimide 
layer and a substrate together bonded to each other via an adhesive layer (abstract, 
figure 1). Therefore, it would have been obvious to one having ordinary skill in the 
art at the time the invention was made to form the multilayer article with a layer 
construction as described by Adampolous because such is obvious and known in 
the semiconductor art and Adamopoulos provides necessary details to practice the 
invention of O'Neill. 

6. Claim 30 is rejected under 35 U.S.C. 103(a) as being unpatentable over O'Neill et al 
(US 6,187,248) in view of Adamopoulos et al (US 5,326,643) as applied to claim 15 
above, further in view of Gilleo et al (US 5,153,303). O'Neill does not specifically 
disclose the polyimide formed from a biphenyltetracarboxylic acid and para- 
phenylene diamine. Jasne, however, teaches the polyimide film suitable as a 
dielectric layer for semiconductor devices can be made from a 
biphenyltetracarboxylic acid and para-phenylene diamine (column13, lines 53-55). 
Therefore, it would have been obvious to one having ordinary skill in the art at the 
time the Invention was made to form the polyimide film from a 
biphenyltetracarboxylic acid and para-phenylene diamine because it is well known in 
the polymer art to make thermally stable all aromatic polyimides by the condensation 
polymerization of dianhydrides and diamines. 
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Double Patenting 

7. The nonstatutory double patenting rejection is based on a judicially created doctrine 
grounded in public policy (a policy reflected in the statute) so as to prevent the 
unjustified or improper timewise extension of the "right to exclude" granted by a 
patent and to prevent possible harassment by multiple assignees. See In re 
Goodman, 1 1 F.3d 1046, 29 USPQ2d 2010 (Fed. Cir. 1993); In re Longi, 759 

F.2d 887, 225 USPQ 645 (Fed. Cir. 1985); In re Van Ornum, 686 F.2d 937, 214 
USPQ 761 (CCPA 1982); In re Vogel, 422 F.2d 438, 164 USPQ 619 (CCPA 1970); 
and In re Thorington, 418 F.2d 528, 163 USPQ 644 (CCPA 1969). 

A timely filed terminal disclaimer in compliance with 37 CFR 1 .321(c) may be 
used to overcome an actual or provisional rejection based on a nonstatutory double 
patenting ground provided the conflicting application or patent is shown to be 
commonly owned with this application. See 37 CFR 1 .130(b). 

Effective January 1 , 1994, a registered attorney or agent of record may sign a 
terminal disclaimer. A terminal disclaimer signed by the assignee must fully comply 
with 37 CFR 3.73(b). 

8. Claims 15-31 are rejected under the judicially created doctrine of obviousness-type 
double patenting as being unpatentable over claims 15-27 of U.S. Patent Application 
No. 10/785,413 in view of Adamopoulos et al (US 5,326,643). The difference 
between the claims of U.S. Patent Application No. 10/785,413 and the present 
invention is the presence of the conductive metal layer on at least one side of the 
porous insulating film. Adamopoulos, however, discloses a semiconductor device 
comprising a laminate of a metal layer, a dielectric polyimide layer and a substrate 
together bonded to each other via an adhesive layer (abstract, figure 1 ). Therefore, 
it would have been obvious to one having ordinary skill in the art at the time the 
invention was made to form the multilayer article with a layer construction as 
described by Adampolous because such is obvious and known in the semiconductor 
art and Adamopoulos provides necessary details to practice the invention of U.S. 
Patent Application No. 10/785,413. 
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Conclusion 

9. Any inquiry concerning this connmunication or earlier communications from tfie 
examiner sliould be directed to Hai Vo whose telephone number is (571 ) 272-1485. 
The examiner can normally be reached on M,T,Th. F, 7:00-4:30 and on alternating 
Wednesdays. 

If attempts to reach the examiner by telephone are unsuccessful, the 
examiner's supervisor, Terrel Morris can be reached on (571) 272-1478. The fax 
phone number for the organization where this application or proceeding is assigned 
is 571-273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR 
only. For more information about the PAIR system, see http://pair-direct.uspto.gov. 
Should you have questions on access to the Private PAIR system, contact the 
Electronic Business Center (EBC) at 866-217-9197 (toll-free). 
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